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23, 25, 26 



REMARKS 

Clai^ 1-3. 5. 6. 8. 10, 11. 13. 16-18. *0, »1 
and 2B are pending in the infant Ration, da^ 1-3. 5. «. 

a 10 . 11, 13. «-". «• »' " ^ " "™ ^ 

rejected. Claims 1, 10, 11, M and 25 have been a^nded. a— 
5, 6 and 13, 20. 21 and 28 h.v. been canceled. No ne„ matter « 
acU.d by these amende. Reccnsideraticn i. rcdectrully 
jested in lisbt of these amenta and the folding 

• „* Claim. 5, 6 and 13 under 35 V.S.i. S 102(a) >»« 

I. Rejection of Claims 3 ' » 

35 U.S.C B 103(a) 

The rejection of claims 5, 6 and 13 under 35 
ag being anticipated by Ling et al . (» 97/28135) 
U.B.C S 103 W as being unpatentable over Ling et 
97/28135) has been maintained. Amendments and arguments 



submitted in the last response with reject to th* 
limited to at least one of the substituents of R 1 , 
C1-C3 alfcoxy or C1-C3 allcylthio were not deemed persuasive as the 



■j.S.C. § 102(a) 
and under 35 
al. (WO 



claims being 
r 3 and R 4 being 



Examiner suggests that several of the species in 
still include other substituents . 

Accordingly, in an earnest effort to advance 
of this case, Applicants have canceled claims 5, 



:laims 5 and 13 

the prosecution 
S and 13, thus 



PAGE 30/34 ' RCVD AT 7/22/2004 4:31:26 PM [Eastern Daylight Time] ' SVR:USPT0-EFXRF-1/4 1 DNIS:8729306 " CSID:856 810 1454* DURATION (mm-ss):05-52 



07/22/04 16:34 FAX 856 810 1454 



LICATA & TYRRELL 



PTOBF 



©031 



Attorney Docket No. 
Inventors : 
Serial No . : 
Filing Date: 
page 25 



SYM114 (TI-0029) 
Pel efc al* 
09/882,843 
June 15, 2001 



§ 102 (a) or 



mooting these rejections. 

withdrawal of these rejections under 35 U.S.C. 
35 U.S.C. § 103(a) is therefore respectfully requested. 
II. Rejection of ClaWl-3, 5, 6, 7, 10, 11, 13, 16-18, 20, 21, 
23, 25, 26 and 28 under 35 U.S.C § 112, second paragraph 

Claims 1-3, 5, 6, 8, 10, 11, 13, 16-18, 20, 21, 23, 25, 26 
and 28 have been rejected under 35 U.S.C. 5 112. second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

In particular, the Examiner suggests that claii 



,ms 1 and 8, 



claims 1-3, 8, 10 and 11, claims IS, 23 and 25, and claims 16-18, 
23, 25 and 26 are vague and indefinite because the point of 
attachment for R"S, R»C0 or R"NHC0, or R^NHCO,, is not 
indicated. Thus, Applicants have amended the claims to include 
Che points of attachment- Support for these amendments can be 
found in the specification at page 6, line 13; page 6, line 15; 
page 6, line 16; and page 11, line 6. 

Claims 1-3, B , 10 *nd 11 are also suggested to be vague and 
indefinite because the nitrogen atom in lW*N(CR")- contains 4 
bonds. Accordingly, Applicants have amended the ulalma to delete 
this substituent- 
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Claims 1, 8 and 10 are suggested to be vague aiid indefinite 



because the variable n in NOCCHaJn and the variable 
(CH 2 ) mCH 2 (R 1S ) NCO- , - (CH 3 ) m-CH 3 -0C0- r or (CH a ) mCH 2 CH a C0 



m m 
should be 



subscripted. Accordingly, in an earnest effort to advance the 
prosecution of this case, Applicants have corrected this 
inadvertent typographical error. 

Claims 1-3, 8, 10 and 11 are suggested to be vague and 
indefinite for the phrase C3-C10,alkenyl. Thus, Applicants have 
corrected this inadvertent typographical error in £ ccordance with 
the Examiner's suggestion to read ^C3-C10-alkenyl w . 

Claims 5, 6 and 13 are suggested to be vague ^nd indefinite 
in that it is not known what is meant by the second occurrence of 
the eleventh species, there is insufficient antecedent basis for 
8-methoxy and 8 -methyl thio, and nomenclature of the twenty third, 
twenty ninth, thirty second and thirty third species is 
indefinite- It is respectfully pointed out/ however, that these 
claims have been canceled, thus mooting these rejections, 

Claim 10 is suggested to be vague and indefinite for 
recitation of R 14 CONH0 . Thus, Applicants have com 
typographical error in accordance with the Examiner's suggestion 
to recite R 14 C0NH- . 

Claim 11 is suggested to be indefinite for rscitation of 

I 

PAGE 32G4 ' RCVD AT 4:31:26 PM £astem Dayight TitieJ ' SVftUSPTMRtRF-IH ' DJB:(7M306 ' CSD:!S6 110 HS4 ' DUUTION Jilffl-ss|^S2 



ected this 



+ P TOBF 

I 



Attorney Docket Ko.: 
Inventors : 
Serial No. : 
Filing Date: 
Page 2 7 



SYM114 (TI-0029) 
Pei et al . 
09/882,843 
June 15, 2001 



w or" in the definition of R 9 of the Markush group. Thus, 
Applicants have corrected this Markush group and the; term ^or" to 
be consistent with claim 11 as originally filed. 

Claims 16-18 and 23 are suggested to vague an& indefinite 
for inclusion of the term R e since there is no varicble R 8 in 
formula II. Accordingly, Applicants have amended claim 16 to 
remove any reference to R fl . 

claims 20 and 21 are suggested to be vague and indefinite 
for nomenclature of the second species, namely 1- (4 -Aminophenyl) - 
8-amino-4-methyl~7-methoxy-5H-2, 2 -benzodiazepine . Claims 20, 21 
and 28 are also suggested to be vague and indefinite for lack of 
antecedent basis for limitations of 8-rnethoxy and fe-methylthio . 
It is respectfully pointed out, however, that Applicants have 
canceled these claims, thus mooting these rejections. 

Claim 25 is suggested to be vague and indefinite for 
recitation of CF 3 _. Applicants have thus amended <j:laim 25 to 
correct this inadvertent typographical error. 

Withdrawal of these rejections under 35 U.S,fc. § 112, second 
paragraph, is respectfully requested in light of :hese 
amendments . 
Ill * Conclusion 



Applicants believe that the foregoing compri 



ses a full and 
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0034 



complete response to the Office Action of record, 
favorable reconsideration and subsequent allowance 
claims is earnestly solicited. 



Accordingly , 
of the pending 



submitted, 



Respectfully 

Kc/thleen A, tfyrr|ell 
Registration No 



38,350 



Date: .Tyly 2? r 2004 

Licata & Tyrrell P-C. 

66 E - Main Street 

Marl ton, New Jersey 08 05 3 



856-810-1515 
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